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1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

2. Claims 1-4 and 8-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Kitahara 
etal. ('306). 

Patentees disclose the modification of a rubber by polymerizing diisocyanate with 
diamine in the presence of the rubber. Patentees disclose isocyanate to amine index ratios and 
quantities of polyurea utilized that meet those claimed by applicants, and patentees further 
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disclose that the rubber may be in the form of a solution. Additionally, patentees teach that the 
reaction product of the diisocyanate and diamine forms domains having a size of several hundred 
angstroms in the rubber; it is noted that these domains of several hundred angstroms fall within 
the claimed particle sizes. See abstract; column 1, lines 66+; and column 2, lines 1-9 and 18-32. 

3. Applicants' arguments have been considered; however they are insufficient to overcome 
the prior art rejection. Firstly, applicants have not distinguished the disclosed "domains" from 
"particles", as they pertain to the instant invention. Neither evidence nor rationale has been 
presented to support an argument that the disclosed domains differ from particles. Furthermore, 
the instant claims do not specify that the polyurea filler is in the form of particles; the polyurea 
filler is simply described in terms of a "particle size". Secondly, applicants' argument that the 
phrase, "several hundred Angstroms", does not disclose the claimed particle size with sufficient 
specificity is not well taken. The upper value of the most narrowly claimed particle size range is 
20 nm, and this value corresponds to 200,000 A; therefore, particle sizes defined by the argued 
phrase clearly fall within the claimed range. 

4. Claims 1-4 and 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamamoto et al. ('063). 

Yamamoto et al. disclose the addition of thermoplastic polymer fibers to rubbers, so as to 
obtain rubber compositions having excellent strength and modulus. Patentees disclose fiber sizes 
that meet those of applicants' claimed particle sizes and further disclose that the short fiber may 
be polyurea, though other suitable species are disclosed, as well. See abstract; column 2, lines 
35+; column 3, lines 32+; and column 4, lines 1-6. In view of the disclosure that polyurea is a 
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suitable thermoplastic polymer for use in the invention of Yamamoto et al., the position is taken 
that it would have been obvious to select polyurea from the listing of disclosed polymers as the 
material for the fibers and to incorporate these polyurea fibers into a rubber composition, so as to 
obtain a rubber composition having the aforementioned improved characteristics. Applicants' 
claim language does not differentiate the disclosed short fibers from the claimed polyurea filler. 
Furthermore, since polyureas are derived from the stoichiometric reaction of polyisocyanates and 
polyamines, applicants' claim amendments are not considered to distinguish the claimed 
polyureas from the disclosed polyureas. 

5. Applicants' argument that the rejection is moot in view of the inclusion of the subject 
matter of claim 7 into the independent claims, because claim 7 was not rejected in view of 
Yamamoto et al. is not well taken. Previously, claim 7 was dependent on claim 12, and it was 
the subject matter within claim 12 that was not rejected in view of Yamamoto et al. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication should be directed to R. Sergent at 
telephone number (571) 272-1079. 



